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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claim 1-9 and 18-21 rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

3. The claim recites, inter alia, "A computer readable storage medium having a 
computer readable program stored thereon that is ..." After close inspection, the 
Examiner respectfully notes that the disclosure, as a whole, does not specifically identify 
what may be included as a computer readable storage medium and what is not to be 
included as a computer readable storage medium. 

4. An Examiner is obliged to give claims their broadest reasonable interpretation 
consistent with the specification during examination. The broadest reasonable 
interpretation of a claim drawn to a computer readable medium (also called machine 
readable medium and other such variations) typically covers forms of non-transitory 
tangible media and transitory propagating signals perse in view of the ordinary and 
customary meaning of computer readable media, particularly when the specification is 
silent. See MPEP 21 1 1 .01 . When the broadest reasonable interpretation of a claim 
covers a signal, perse, the claim must be rejected under 35 U.S.C. § 101 as covering 
non-statutory subject matter. 

5. Therefore, given the silence of the disclosure and the broadest reasonable 
interpretation, the computer readable storage medium of the claim may include 
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transitory propagating signals. As a result, the claim pertains to non-statutory subject 
matter. 

6. However, the Examiner respectfully submits a claim drawn to such a computer 
readable medium that covers both transitory and non-transitory embodiments may be 
amended to narrow the claim to cover only statutory embodiments to avoid a rejection 
under 35 U.S.C. § 101 by adding the limitation "non-transitory" to the claim. Such an 
amendment would typically not raise the issue of new matter, even when the 
specification is silent because the broadest reasonable interpretation relies on the 
ordinary and customary meaning that includes signals perse. For additional 
information, please see the Patents' Official Gazette notice published February 23, 2010 
(1351 OG212). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1-21 rejected under 35 U.S.C. 102(e) as being anticipated by Noguchi et 
al. (US 2005/0031300). 

Regarding Claim 1: Noguchi et al. discloses an information recording medium on 
which there are recorded: content information; and a plurality of button information each 
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of which is for defining a button menu which allows an operation as for said content 
information, for each reproduction capability which is necessary to reproduce said 
content information (paragraph 0051 and fig. 2), each of said plurality of button 
information comprising in advance by a combination of predetermined button pages 
which are determined on the basis of said reproduction capability, out of a plurality of 
button pages each of which can constitutes the button menu and whose display can be 
changed to each other (paragraph 0113), at least one of the plurality of button 
information being selected in accordance with the reproduction capability in performing 
the operation (paragraph 0051 and fig. 2). 

Regarding Claim 2: Noguchi et al. discloses an information recording medium 
according to claim 1 , on which there is further recorded attribute information which 
indicates the reproduction capability, in association with button information (paragraph 
0114). 

Regarding Claim 3: Noguchi et al. discloses an information recording medium 
according to claim 1 , wherein there is further recorded play list information for defining 
reproduction sequence of said content information by a unit of item, on said information 
recording medium (paragraph 0131), and play list information includes: item 
information for specifying the item which constitutes content information; and sub item 
information for specifying said button information corresponding to the item as a sub 
item (paragraph 0134-0136 and 0139). 

Regarding Claim 4: Noguchi et al. discloses an information recording medium 
according to claim 2, wherein content information and said button information are 
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multiplexed by a unit of packet, which is a physically accessible unit, and recorded on 
said information recording medium as an entire stream (paragraph 0005, 0113-0114), 
there is further recorded an object information file for storing correspondence definition 
information which defines a correspondence relationship between the entire stream and 
the plurality of packets which are multiplexed, as reproduction control information for 
controlling reproduction of the entire stream (paragraph 0134), and attribute information 
is included in said object information file (paragraph 0139). 
Regarding Claim 5: Noguchi et al. discloses an information recording medium 
according to claim I, wherein said button information includes a plurality of button pages 
which can constitute the button menu and whose display can be changed to each other 
(paragraph 0113). 

Regarding Claim 6: Noguchi et al. discloses an information recording medium 
according to claim 5, wherein at least one of the plurality of button pages includes 
button command information for defining the operation (paragraph 0051 and fig. 2). 
Regarding Claim 7: Noguchi et al. discloses an information recording medium 
according to claim 5, wherein at least one of the plurality of button pages includes 
button control information being associated with at least one button image information 
which is displayed and outputted as the button menu, and for displaying and outputting 
the button image information (Fig. 6a-c). 

Regarding Claim 8: Noguchi et al. discloses an information recording medium 
according to claim 7, wherein the button control information includes at least one of 
button image number information which indicates association with the button image 
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information, display position information which indicates a display position on the button 
menu of a button defined by the button image information, and near-by button 
information which indicates a change in a state of the button caused by the operation 
(Fig. 6a-c). 

Regarding Claim 9: Noguchi et al. discloses an information recording medium 
according to claim I, on which there is further recorded reproduction control information 
for controlling such that the button menu is displayed, with it superimposed on or 
replaced by one portion of said content information, or is not displayed at all (paragraph 
0146 and 0186). 

Regarding Claim 10-12: Claim 1 0-1 2 reject for similar reason to claim 1 as discussed 
above. 

Regarding Claim 13: Noguchi et al. discloses an information reproducing apparatus 
according to claim 12, wherein said reproducing device pre-loads button information 
before reproduction of content information (paragraph 0060-0061). 

Regarding Claim 14: Noguchi et al. discloses an information reproducing apparatus 
according to claim 12, further comprising a buffer memory for storing the generated 
button menu (paragraph 0066). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL TEKLE whose telephone number is (571)270- 
1117. The examiner can normally be reached on 7:30am to 5:00pm M-R and 7:30-4:00 
Every other Friday.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on 571-272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Marsha D. Banks-Harold/ 

Supervisory Patent Examiner, Art Unit 2621 

/Daniel Tekle/ 
Examiner, Art Unit 2621 



Regarding Claim 15: Claim 1 5 reject for similar reason to claim 1 -2 and 5 as discussed 
above. 
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Regarding Claim 16: Claim 16 reject for similar reason to claim 1 , 5 and 7 as 
discussed above. 

Regarding Claim 17: Claim 17 reject for similar reason to claim 1 , 5 and 7 as 
discussed above. 

Regarding Claim 18: Claim 18 reject for similar reason to claim 1 , 5 and 7 as 
discussed above. 

Regarding Claim 19: Claim 1 9 reject for similar reason to claim 1 , 5 and 7 as 
discussed above. 

Regarding Claim 20: Claim 20 reject for similar reason to claim 1 , 5 and 7 as 
discussed above. 

Regarding Claim 21: Claim 21 reject for similar reason to claim 1as discussed above. 



